Distinguishing *‘Products of Nature™'
from Products Derived from Nature
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INTRODULCTION

Patent practitioners' are generally aware of: (a) the unpatentability
of a ~"product of nature - and (b) the patentability of living organ-
isms.” However. many practitioners have misunderstandings as to the
criternia for distinguishing unpatentable "“products of nature’” from
patentable materials of natural origin. This paper endeavors to explore
and dispell those misunderstandings.

An initial exploration of the source of misunderstanding reveals
that the courts and USPTO" have held that a *“product of nature™ »
not patentable® while also holding that various. chemicals.” biochem-
icals.” and organisms* derived from nature are patentable. The term
"product of nature’’ has been consistently used to label subject matter
as unpatentable. The use of the "“product of nature’” label in the
absence of a clear definition. has undoubtedly been the source of some
confusion to both practitioners and their clients (generally scientists
and corporate executives). Justice Frankfurter noted the potential for
confusion on this point thirtv-nine vears ago and stated:

*B8.S. iChemustry) Tulane University 1974; J.D. The Center for the Studv of Law. Nova
University 1978: LL.M. The Natonal Law Center. The George Washingion Umiversity 1985:
Admutted Florida. D.C.. Ohio. USPTO: presentiv studving Plant Biotechnology at Case Western
Reserve University and empioyed at The Lubnzol Corporauon. The views expressed herein
are solely those of the author and do not necessaniy reflect those of CWRU. Lubnzol or its
affiliates and subsidianes including Agngeneucs.

| Refers to patent agents and attorneys admitted to practice before the United States Patent
and Trademark Office.

2 The term ““product of nature " will be discussed throughout the paper. as will its use by
courts. practitioners and scienusts. See aiso Jacob. M. **Patentabulity of Natural Products.”” 52
1. Pat. & Tm. Off. Soc’'y 473 (1970).

3 Diamond v. Chakrabarry. 206 USPQ 193 (1980).

4 Abbreviation for The United States Patent and Trademark Office. The actual holdings are
by the Board of Appeals and Iinterferences of the USPTO.

S Funk Bros. Seed Cu. v. Kaol Inocuiant Cu.. 76 USPQ 280 (1948).

6 In re Williams. 80 USPQ 150 (CCPA 1948).

7 Merck & Co.. Inc. v. Olin Mathieson Chemical Corp.. 116 USPQ 484 (4th Cir. 1958).

8 See note ) supra.
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[t only confuses the 1ssue. however. (0 (ntroduce such terms ds "the work
of nature’ and the “‘laws of nature.”” For these are vague and malleable
terms infected with too much ambiguity and equivocation. Everything that
happens mayv be deemed ""the work of nature. " and anv patentable composite
zxemplifies in 1ts properues “‘the laws of nature.”” Arguments drawn from
such terms for ascertaining patentability could fairly be empioved to chal-
lenge almost every patent.’

The confusion. or least the uncertainty on this point has no doubt
been affected bv the recent Patent Office decisions of: (1) Ex parte
Hibberd" holding multicellular plants and seeds to be patentable and:
(2) Ex parte Allen'' holding that non-human muiticeilular living animals
are patentable subject matter within the scope of 35 U.S.C. 101.**
Both Hibberd and Allen are holdings of the USPTO. as vet untested
in a federal court''—a fact unappreciated by corporate executives
investing tens of millions of dollars in the development of plants and
animals with the expectation of being provided with a degree of market
exclusivity viaa U.S. patent enforceable in federal court. In addition.
neither Hibberd nor Allen involves the use of any type of recombinant
DNA' technology let alone the specific technology used in
Chakrabarrv*—a fact unappreciated by many patent practitioners.
The corn plant developed by Hibberd and his associates was produced

9 See note § supra. Frankfurter concurring at pg. 283.

10 Ex parte Hibberd. 227 USPQ 443 (Bd. App. & Int. 1985). The Hibberd case deals pnmaniy
with reconciling the 1952 Patent Act (35 USC Secuon 101 et. seq.) with the Plant Patent Act (3§
USC Secuon 161) and the Plant Vanety Protecuon Act of 1970 (7 USC Section 2321 et. seq.).
An excelient discussion of these 1ssues is contained in Linck. Nancy J. ~"Patentable Subject
Matter Under Section 101—Are Plant’s Inciuded?" 67 J. Pat. & Tm. Off. Soc'v 489 (1985). The
arucle also inciudes exceilent background information on 35 USC Secuon 101. However. such
1s outside the scope of the present article.

i1 Ex parte Allen. 2 USPQ 2d 1425 (Bd. App. & Int. April 3. 1987).

12 35 U.S.C. Section 101: Whoever invents or discovers any new and useful process. machine.
manufacture. or composition of matter. or any new and useful improvement thereof. may obtain
a patent therefore. subject to the conditions and requirements of this utle.

13 Although U.S. patents are enutled to a presumpuon of validity in U.S. federal courts.
there have been no cour rulings on validity of patents covenng muiuceilular life forms.

14 The term '"recombinant DNA ™" will be used throughout this paper to mean DNA moiecules
in which base pair sequences which are not naturally contiguous have been placed next to each
other by in vitro mampulations. The different base pair sequences within a recombinant DNA
molecule will frequently have come from an entirely different orgamism. Note that some texts
and journals use rDNA as an abbreviation for *'recombinant DNA.'* However. rDNA has been
used for vears to refer 10 ‘ribosomonal DNA"" which are genes encoding for nbosomal RNA.
Accordingly. the rDNA abbreviation will not be used heremn. _

15 A compiete descripuion of the technology can be found in U.S. Patent 4.259.444 issued
3/31/81 1o Chakrabarty. [n short. base pair sequences not normally found in an organism were
incorporated into the organism by the in vitro manipuiation of the inventor.
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by conventional cross-breeding'® and the poivpioid ovster deveioped
by Allen and his associates was produced via hvdrostatic pressure.’’

A misinformed researcher may fail to advise the patent practi-
tioner of his work because he believes it to be an unpatentable "prod-
uct of nature.”” An uninformed corporate executive may invest (or fail
to invest) tens of millions of dollars based on erroneous beiiefs as to
what subject matter is patentable. These decisions mav be further ill-
advised if based on uninformed expectations as to the enforceability
of such patents. The unadvised practitioner may unrealistically raise
or deflate the expectations of his clients adding to the uncertainty
already surrounding industry.

Having explored the source of confusion and established that
such may well exist. let us endeavor to dispell the confusion. This will
be attempted by a review of the case law in which "“product of nature™
rejections and invalidity defenses have been raised. Concomitant with
this review will be an effort to provide some guideposts which can be
followed in judging what subject matter might be patentable even
though it may at first appear to be an unpatentable "product of nature.™

EFFeCTS OF PusLIC OPINION

It appears well settled that certain subject matter is not within
the scope of 35 USC 101.'® Laws of nature such as the Law of Gravity,
and the Second law of Thermodynamics are not patentable'*—they
represent pure conceptualizations not represented by any physical
form® which could be encompassed by one or more of the terms of
35 USC 101. Other subject matter such as methods of doing business

16 See U.S. Patent 4.581.847 issued 4/15/86 and U.S. Patent 4.642.411 1ssued 2'10/87 to
Hibberd et al.

17 See note 5 supna.

18 See note 6 supra.

19 An early statement on this topic was made by Justice Douglas in Funk Bros. (see note 5
supra) at pg. 281 as follows:

For passats cannot issue for the discovery of the phenomena of nature. See Le Rov v. Tatham. |4 How.

156, 175. The qualities of these bactera. like the heat of the sun. electncity. or the qualities of metals.

are part of the siorehouse of knowiedge of ail men. They are mamfestauons of laws of nature. free to all

men and reserved exciusively to none. He who discovers a hitherto unknown phenomenon of nature

has no claim t0 & momopoly of it which the law recognuzes. If there is 10 be an invenuon from such

discovery. it must come (rom the appiicauon of the law of nature to a new and useful end. Ses Telephone

Cases. 126 U.S. 1. $32-533; De Forest Radio Co. v. Generai Electric Co.. 283 U.S. 664. 684685 (9

USPQ 297. 303-304];: Mackarv Radio & Tel. Co. v. Radio Corp.. 305 U.S. 86. 94 (40 USPQ 199. 202):

Cameron Sepiic Tank Co. v. Saratoga Sprngs, 159 F. 453, 462-46). . '

20 A concepuon of the mind not represented in some physical form is not invention. See
T. H. Svmungion Co. v. National Malleabie Casting Co.. Me. 1919. S. Ct. 542. 250 U.S. 383.
63 L. Ed. 1045.
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have been heid to be unpatentable. although subject to protection as
a trade secret.”’ Certain mechanical devices have been held to be
*-combinations "™ and therefore not within the scope of 35 USC 101.
However. it is chemical. biochemical and biological matenals which
have generated the more interesting case lawon the scope of Section
101. From time to time the resolution of these cases has attracted the
attention of industry. the news media and the public in general. [n that
these cases generate such attention. the holdings are no doubt influ-
enced. by the feelings. attitudes and opinions of industry executives.
so called "consumer advocates '** and the general public. The rec-
ognition and appreciation of public opinion influence on the devel-
opment of the law interpreting Section 101 is the first guidepost to be
mentioned in interpreting this area of law.

Public opinion. or the perception of the courts. USPTO and patent
practitioners as to what public opinion might be on an issue has a
continuing influence on how the scope of 35 USC 101 is interpreted.
The influence of public opinion and the perception of that influence
can be seen as a prominent factor affecting many of the coun and
USPTO discussions analyzed below. However, patent practitioners
rarely advise clients on the potential effects public opinion might have
on what decision the USPTO will make and how the courts will
interpret the scope of Section 101 based on the courts perception of
current public opinion.

Those in favor of restricting the scope of Section 101 often argue '
that recombinant DN A technology is a source of tremendous environ-
mental hazards.* Accordingly. it seems more than coincidental that

21 The leading treatise on the subject of trade secrets 1s " Milgnm on Trade Secrets’” by Roger
M. Milgrim. Matthew Bender (1984 N.Y.). Definitions of a trade secret are offered in Chapter
2 “Definiional Aspects.’’ but the term "“trade secrets’’ is not easily defined. _

23 The mere aggregation of a number of old ars or elements which. in the aggregauon.
perform or produce no new or different function or operation than that theretofore performed
or produced by them. is not a patentable “invenuion.” ' Great Atlantic & Pac. Tea Co. v.
Supermarket Equipment Corp.. Mich. 1950.71 S. Ct. 127. 340 U.S. 147.95 L. Ed. 162 reheanng
denied 71 St. Ct. 349. 340 U.S. 918. 95 L. Ed. 663. -

23 **Animal nghts groups. including the Amencan Humane Association. the National Anti-
Vivisection Society. the Fund for Ammais. and the Amencan Society for Prevenuon of Crueity
to Animals. as well as the Foundation on Economic Trends. have petitioned the PTO to reverse
its policy. deemng it ‘moraily reprehensible.’ The petitioners’ spokesman. Jeremy Rifkin. of
the Foundation on Economic Trends. asserted that "the new patent policy raises moral and
ethical issues that are mind-boggling’ and attacked the policy as ¥ 'gross violauon pf the statutory
intent of the patent laws.” He indicated that if the PTO does not rescind its policy. peutioners
would urge Congress to overule the agency.”’ See BNA's Patent. Trademark and Copynght
Journal. Vol. 33. No. 827. pg 664 (April 23. 1987) discussing the Allen decision.

24 1d.
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Chakxraparty invoived a microorganism designed speciiically to elim-
\nate an environmental hazard. i.e.. degrade oil spills.~ Further. Ex
parte Allen involved a “'slimy™™ ovster. not a ““cute’” Kitten or seal
pup. [n addition. the oyster in Allen was found to be unpatentable for
reasons apart from Section 101. demonstrating conservative judge-
ment by the USPTO with respect to allowing patents to issue.

[t mayv be that little can be done by the average practitioner or
corporate executive with respect to influencing public opinion. How-
aver. an awareness of the effect of public opinion on holdings inter-
preting Section 101 is essential in planning future investments. Fur-
ther. choosing a particular case based on its potential appeal to the
public. and judging the timing for raising an issue on that case can be
influenced and may well be determinative of the outcome.

CHEMICALS IN NATURE

Before the 1952 Patent Act® Roger J. Williams appiied for a
patent™” on the laevo rotary form of a lactone compound.*® The Patent
Office took the position that the claimed invention was unpatentable
in that a racemic mixture® was known to exist and such mixture
included equal amounts of the dextro and laevo rotary forms. Thus
the rejection was a novelty rejection of the type now made under 35
USC 102.” The Court of Customs and Patent Appeals®' reversed the
Patent Office holding "' The existence of a compound as an ingredient
of another substance does not negate novelty in a claim to the pure
compound. although it may. of course. render the claim unpatentable
for lack of invention. ' Although the Williams case deals with a

S The microorganism claimed in Chakrabarry contained '"at least two stable energy-gener-
aung plasmuds. each of said plasmuds providing a separate hydrocarbon degradative pathway. "
The organism was included on a carner matenal such as straw and spread on an oil spill in
water. See note 3 Supra.

26 35 USC Section 101 et seq.

27 See note 6 supra {Application for Roger J. Williams. Senial No. 431.531. filed Feb. 19.
1942).

78 The claimed invention was: ‘' The laevo rotary form of alpha-hydroxy-beta. beta-dimethyi-
gamma-butyro lactone substantially free from the dextro rotary form.

29 A racemic mixture is a mixwure of equal amounts of dextro and laevo rotary forms of a
compound. The racemic mixture is optically inactive but the dextro and laevo rotary forms are
opucallv acuve and rotate light to the nght or left respectively. The two forms are murror images
of each other.

30 35 USC Secuon 102 Conditions for Patentability: Noveity and loss of right to patent.

31 This court no ionger exists but became a part of The Court of Appeals for the Federal
Circuit in 1982,

32 In re Wiiliams. 80 USPQ 150. 151 (CCPA 1948).
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novelty rejection the conceptual holding and its reasoning reappear in
later decisions invoiving the scope of Section 101.

Art cited bv the Patent Office against Williams disclosed racemic
mixtures of lactones. Other art generally disclosed well known meth-
ods of separating a racemic mixture into its laevo rotary and dextro
rotary forms. However. the art did not show that the known lactone
compounds were known to be racemic mixtures. Absent such knowl-
edge there would be no reason to apply known separation techniques
to obtain the claimed laevo rotary form.

From Williams it can be seen that it is. under certain circum-
stances. possible to obtain patent protection on a chemical compound
that exists in nature. The claims in Williams were structured so as 10
claim a compound (the laevo rotary form free of the dextro rotary
form: which does not exist in nature by itself but only in combination
with another compound (the dextro rotarv form). Further. the com-
pounds existing in nature (the racemic mixture) were not known to
include the claimed invention. Williams disclosed the claiméd com-
pound to the public and for that disclosure was awarded a patent.”
Absent the disclosure by Williams. the public would not benefit from
the claimed laevo rotary form. Ergo. as a second guidepost consider
claiming chemical compounds not known to exist in nature by claiming
them apart from their natural surroundings.

BIOCHEMICALS IN NATURE

In 1926 it was found that patients suffering from anemia benefit
from ingesting substantial amounts of the liver of cattle. Liver extracts
and concentrates were later developed. although science remained
ignorant of what compound in the liver provided the benefit.

Researchers at Merck & Co.. Inc. investigated fermentation prod-
ucts as a possible source of the anti-anemia compound. After years of
research the desired compound was produced and isolated. A com-
pound identical to the fermentation product was later isolated from
liver and referred to as vitamin B,..

The production of vitamin B,; by fermentation is economically
much more desirable than production via liver extraction. Further.
pure or nearly pure forms of vitamin B,. have greater activity than
liver or liver extracts and concentrates. The invention was claimed as

33 In patent law the disclosure 10 the public of the invention is considered the guid pro quo
or consideration from the inventor in return for the patent grant from the government.
34 Merck & Co.. Inc. v. Olin Mathieson Chemical Corp.. 116 USPQ 484 (4th Cir. 1958).
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a vitamin B, active composition recovered from a fermentation prod-
uct. with the composition having a minimal active strength.

[n Merck the claimed invention was held to be patentable and not
an unpatentable “"product of nature.”* The ‘claimed vitamin B,," " was
distinguished from "*natural vitamin B,,"" by its means of production
and level of acuvity. [n Williams no arguments were made based on
claim language directed to methods of production or level of activity.
Thus Merck and Williams are distinguishable with respect to the type
of claim language and arguments by which they were able to patent a
compound which existed prior 10 discovery by the respective inven-
tors. but alike in that neither compound. although existing, was known
prior to their invention. [t is weil settled that an unknown compound
or composition of materials merely discovered from nature is not
patentable.”* Thus it is not the discovery, by itself. of previously
unknown compounds in Williams and Merck that provided for patent-
ability. However. that discovery allowed the respective inventocs to
fashion an invention which could be claimed as distinct from a **prod-
uct of nature.”” This deduction leads to the third guidepost which is
that the discovery of a product in nature, although not an invention,
may well lead to an invention by the use of proper claim language.
Claim limitations can be used to describe a physical separation of the
discovered compound from its natural surrounding (as in Williams) or
to describe its means of production and activity (as in Merck).

There are a number of variations in which claim language can be
used to obtain the desired protection on a compound discovered in
nature. One successful vanation was used to claim a prostaglandin
compound in In re Bergsirom and SjovallP* (hereinafter Bergstrom).
Prior to Bergstrom it had been known that certain secretions and
extracts from certain animal glands had a pharmacodynamic effect.
The inventors in Bergsirom isolated compounds in these secretions
which could be used without producing undesirable side effects or
reactions. The compounds were claimed as being “*sufficiently pure
to give a substantially ideal curve on partition chromatography. " This
language successfully overcame the **product of nature” rejection.

Bergstrom s like Williams in that the claimed compound is described
as being physically separated away from its natural surroundings and

35 Funk Bros. Seed Co. v. Kalo Inocuiant Co.. 76 USPQ 280 (1948). See aiso cases cited in
note 19 supra.
36 In re Bergsirom and Sjovail. 166 USPQ 256 (CCPA 1970).



422 Kar! Bozicevic JPTOS

like Merck in that the claimed compound had a different functiona
characteristic than the complete composition existing in nature.

In Williams 1t was mentioned that the rejection was a 102 novelty
type rejection. The claimed laevo rotary form was argued as being oid
in view of the racemuc mixture. In Bergsirom the court pointed out that

.. . the criteria for determining whether a given subject matter is ‘new"
within the meaning of Section 101 are no different than the critenia for
determining whether that subject matter possesses the "‘novelty'’ expressed
in the title of Section 102. The word ‘‘new’’ in Section 101 is defined and is
to be construed in accordance with the provision of Section 102. Thus. that
which possesses statutory novelty under the provision of Section 102 is aiso
new within the intendment of Section 101. We have found no evidence of
Congressional intent to define the word "'new " as used in Section 101 in any
different manner.”

It is well settled that having met the ‘‘novelty’' requirements of
Section 102, one must also meet the unobviousness requirements of
Section 103.** Since '‘novel’’ under Section 102 and ‘‘new’’ under
Section 101 have the same legal meaning, it seems axiomatic that
having met the *'new’’ requirement of Section 101, one must also meet
the unobviousness requirements of Section 103 by the criteria for
judging unobviousness set down in Graham v. John Deere Co.” (her-
einafter Graham). Thus a fourth guidepost can be deduced which is
that the patentabilitv of a compound derived from nature can in part
be judged by determining the ‘‘noveity’’ of that compound as com-
pared with the ‘‘product of nature'’ (or ‘‘prior art’’) from which the
compound was derived.

CHAKRABARTY

In the cases discussed above, the patentable invention. was in
some fashion. taken out of a larger group of compounds existing in
nature. In Chakrabartv the claimed microorganism was rendered
patentable by adding material not normally present in the genome of
the organism. Although neither Williams. Merck or Bergstrom involved
patenting living material they all involved a *‘product of nature’’ issue.

37 Id. at page 262. In a footnote the court states: ‘*That such is the case is clear, we think.
from House Report No. 1923 and Senate Report No. 1979, 82nd Congress. 2nd Session. accom-
panying H.R. 7794 which became the 1952 Patent Act. Both reports state the identical language:

Secuion lm.mm.myuuummmmmmmmwyu

inchudes. 1n effect. an ampiification and definition of 'new’’ in Section 101.

38 35 USC Section 103 Conditions for patentability; non-obvious subject matter.

39 Graham v. John Deere Co.. 148 USPQ 459 (1966).
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[n each case the claimed invention was found not to be a **product of
nature.  but to be a "'new ' compound under Section 101 and as such
also 'novel’ and '‘unobvious ' under Sections 102 and 103 respec-
tively.1.e. “"novel’” and ‘‘unobvious™" as compared with the "*products
of nature”” from which they were or might be extracted.

Chakrabarry 1s distinguishabie from the above cases on the **product
of nature’ issue in that the invention claimed involved changing the
molecular structure of a previously known and isolated ‘*product of
nature * as opposed to discovering and extracting the invention. Chak-
rabarty’s claimed organism was modified to the extent that it was
considered ‘‘new’’ under Section 101 and as such ‘‘novel’’ under
Section 102. Functional. characteristics of the "‘new’’ and ‘‘novel’’
organism so distinguished it from the original ‘‘product of nature’
organism as to make the claimed organism '‘unobvious ' under Section
103.

Chakrabarry is similar to conventional chemical cases in that
basic molecular structure is altered in Chakrabartv, as it is in conven-
tional chemical cases. to produce "‘new.’’ ‘‘novel’ and ‘‘unobvious™
chemistry which can be claimed in a patent. However, in another
respect Chakrabarry is similar to **product of nature’’ cases like Wil-
liams. Merck and Bergstrom. In Chakrabarty as in Williams, Merck
and Bergstrom, the claimed invention was compared with a **product
of nature’’ for purposes of determining whether the claimed invention
was “‘new.”’ “‘novel,”” and ‘‘unobvious.”’ The claimed invention of
Williams (the laevo rotary form) was compared with the racemic
mixture existing in nature. The claimed invention of Merck (the vita-
min B,. fermentation product) was compared to the liver extract exist-
ing in nature. The claimed invention of Chakrabarty (the organism
containing additional DNA) was compared with the organism as it
existed in nature. With this analysis a fifth guidepost can be deduced
in determining patentability in '‘product of nature'’ type cases as
follows: Compare the claimed invention with the product as it exists
in nature and determine unobviousness by applving the criteria as
established in Graham.

The Graham criteria can be applied as follows: (1) Determine the
scope and content of the prior art. More specifically, determine the
chemical. physical and functional characteristics of the naturally
occurring material. e.g. its structural formula. purity and degree of
activity. (2) Ascertain the differences between the claimed invention
and the naturally occurring material. This can be done by determining
the chemical, physical and functional characteristics of the claimed
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invention and comparing such with those characteristics as deter-
mined in (1) above. (3) Resoive the level of ordinarv skill in the
pertunent art. The manner in which this i1s done varys greatly from
case to case. [n general one must resolve how one of ordinary skill in
the art can use existing knowledge and techniques to obtain the claimed
invention from the matenal as it exists in nature.

THE PROGENY OF CHAKRABARTY

Although Bergy* might be considered a sibling and not the prog-
eny of Chakrabarry. it was not untii the U.S. Supreme Court resolved
the public opinion issue of ‘‘life."”” being patentable in Chakrabarty
that Bergy was finally resolved. But for the public opinion issue on
the patentability of *‘life”” Bergy was more akin to Williams. Merck
and Bergstrom than to Chakrabarty. The organism claimed in Bergy
was not the subject of recombinant DNA technology as was the Chak-
rabarry organism. The invention claimed in Bergy was extracted from
and claimed apart from its natural surrounding much like the inven-
tions claimed in Williams. Merck and Bergstrom.

Both Chakrabarty and Bergy involved the patenting of a singie
cellular organism. Thus the next logical step would appear to be the
patenting of a multicellular organism. With apparent consideration
toward public opinion the USPTO choose to allow the patenting of
multicellular plants in /n re Hibberd"' prior to muiticellular animals.
The Hibberd case was unlike Chakrabarry in that Hibberd and his
associates did not employ the use of recombinant DNA technology to
produce the claimed invention.** Hibberd is also unlike Williams,
Merck. Bergstrom and Bergy in that the corn plant patented in Hibberd
was not in existence prior to the work of Hibberd and his associates.
There was no corn plant to be discovered and extracted from nature
in the manner in which Williams discovered and extracted the laevo
rotary form of a compound from the existing racemic mixture.

In a similar vein. no polyploidal oyster existed in nature pnor to
the work carried out by Allen. The polyploidal oyster was produced
by the application of hydrostatic pressure to an embryonic oyster.
Thus Hibberd and Ex parte Allen are alike in that neither involved the

40 In re Bergy e1. al.. 201 USPQ 352 (CCPA 1979). See the Linck article cited in note 10
supra for a more detailed discussion of Bergy and its history along with that of Chakrabarry.

41 Ex parte Hibberd. 227 USPQ 443 (Bd. App. & Int. 1989) See aiso note 10 supra and
Krosin. Kenneth E. 'Are Plants Patentable under the Utility Patent Act?”". 67 ]. Pat. & Tm.
Off. Soc’'y 220 (1985).

42 See notes 14 and 16 supra.
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use of recombinant DN A technology to add new DNA and thus create
a "‘new’’ and ‘‘novel’’ organism as was done in Chakrabarrv: and
neither invoived the discovery of something which had existed In
nature. which was then claimed apart from its natural environment in
some manner in order to scope out a claimable invention based on
that discovery.

In that the Hibberd case resulted in the granting of a patent and
the Allen case did not. some basis for distinguishing their facts must
be pointed out. In Hibberd the claimed corn plant possessed a char-
acteristic not previously possessed by any corn plant. However. in
Allen the claimed oyster possessed characteristics which had been
previously possessed by another oyster. Thus as a sixth guidepost
note that the first to induce a ‘‘product of nature’’' to possess a new
characteristic, regardless of the manner of inducement. is likely to
have produced a patentable invention. The new characteristic can be
induced by conventional technology such as the cross-breeding applied
in Hibberd or recombinant DNA technology as in Chakrabarry.

The manner in which the “‘product of nature’ is induced to
possess a new characteristic is important only with respect to patent-
ing the manner of inducing the new characteristic, not to the patenting
of that product with its new characteristic. In the Williams case as in
Hibberd the claimed invention was provided by the application of
known procedures to the ‘‘product of nature’” racemic mixture. The
invention was obtained in both cases by an understanding of what
actually existed in nature. and using known procedures to manipulate
a ‘‘product of nature’’ to obtain the claimed invention. As a seventh
guidepost note that a means of modifying a ‘‘product of nature’’ has
little if any effect on the patentability of the modified product of nature.

CONCLUSION

In each of the ‘‘product of nature™” cases discussed above, the
ciaimed invention was disclosed to the public by the inventor in exchange
for the patent grant. Thus the quid pro quo® of patent law is maintained
in these cases just as it is with all other patent grants. A close exam-
ination of these cases shows that patents are not being granted on
*‘products of nature’” but rather on true inventions derived from nat-
urally occurring substances. [n the final analysis all inventions are
derived from other naturaily occurring substances.“ Corn plants and

43 Ses note 33 supra.
44 Ses text accompanying nots 9 supra.

|
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vitamin B, are no less entitled to patent protection than mechanical
engines or electronic computers simply because the subject matter
relates to biological or biochemical subject matter as opposed to the
subject matter of mechanical or electrical engineering.

For convenience the seven guideposts are put forth below:

I. Recognize and appreciate the influence of public opinion of
the development of law interpreting Section 101.

2. Consider ciaiming chemical compounds not known to exist in

nature by claiming them apart from their natural surroundings.

. The discovery of a product in nature. although not an inven-
tion. may well lead to an invention by.the use of proper claim
language.

4. The patentability of a compound derived from nature can in
part be judged by determining the "“novelty ' of that compound
as compared with the ““product of nature'’ (or '‘prior art’’)
from which the compound was derived. v

. Compare the claimed invention with the product as it exists in
nature and determine unobviousness by applying the criteria
as established in Graham.

6. The first to induce a "‘product of nature’’ to possess a new
charactenistic, regardless of the manner of inducement. is likely
to have produced a patentable invention.

7. The means of modifying a **product of nature'" has little if any
effect on the patentability of the modified product of nature.

(9]

n

The seven guideposts mentioned above are by no means inflexi-
ble. No doubt others will find ways to state them more succinctly*
and find exceptions to them or even among them. Hopefully. however.
they will provide some insight and understanding on how to distinguish
an unpatentable "product of nature’’ from a patentable invention and
as such ‘‘promote the progress of science and the useful arts.*

45 For exampie. Donaid ). Quigg. Assistant Secretary and Commissioner of Patents ;nd
Trademarks reieased a statement to the public on Apnil 7. 1987 which reads in part: *"An article
of manufacture or composition of matter occurring in nature will not be considered patentable
uniess given a new form. quality. properties or combination not present in the onginal article
exisung in nature in accordance with existing law. “See Funk Bros. Seed Co. v. Kalo Inocuiant
Co.. 333 U.S. 127. 76 USPQ 280 (1948): American Fruit Growers v. Broadex. 283 U.S. 1. 8
USPQ 131 (1931): Ex parte Gravson. $1 USPQ 413 (Bd. Appl. 1941)."

46 U.S. Consutution. Art 1. Section 8.



